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Applicant! s) 



Davies et al. 



Examiner 

Kevin E. Weddington 



Art Unit 

1614 



The MAILING DATE of this communication appears on the cover sheet with the corresp ndence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)§(] Responsive to communication(s) filed on Dec 2, 2002 

2a) □ This action is FINAL. 2b) 53 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) 53 Claim(s) 7-73 is/are pending in the application. 



4a) Of the above, claim(s) 2-7 7 and 13 
5)D Claim(s) 



6) 53 Claim(s) 7 and 12 

7) D Claim(s) 

8) □ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 



10)D The drawing(s) filed on 



is/are a) □ accepted or b)D objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 53 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a) 53 All b)D Some* c)D None of: 

1 . 53 Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
Attachment(s) 

1 ) 53 Notice of References Cited (PT0-892) 4) □ Interview Summary (PT0-41 3) Paper No(s). 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) \Z\ Notice of Informal Patent Application (PTO-1 52| 

3) 53 Information Disclosure Statement(s) (PTO-1449) Paper No(s). 6 6) \Z\ Other: 



U. S. Patent and Trademark Office 

PTO-326 {Rev. 04-01) 
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Application/Control Number: 09/889,820 Page 2 

Art Unit: 1614 

Claims 1-13 are presented for examination. 

Applicants' preliminary amendment and information disclosure statement 
filed September 20, 200 I have been received and entered. 

Applicants' election filed December 2, 2002 in response to the 
restriction requirement of October 29, 2002 has been received and entered. 
The applicants elected the invention described in claims I and I 2 (Group I) with 

TRAVERSE, ALONG WITH ELECTED SPECIES, [3R,4R3- I -HEPTYL-3-(CARBOXYMETHYL)-4-[3- 

(6-methyoxyquinolin-4-yl)propyl3piperidine. 

Applicants' traverse of the restriction requirement is not found 
persuasive since the rejoining of the two other inventions with the elected 
invention would be an undue burden on the examiner. further, each invention 
is capable of supporting its own patent. 

Claims 2- 1 I and I 3 are withdrawn from consideration as being drawn to 
the non-elected invention (37 cfr i . i 42(b)). 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. I I 9(a)-(d), 

WHICH PAPERS HAVE BEEN PLACED OF RECORD IN THE FILE. 
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Allowable Subject Matter 

Applicants' elected species is deemed allowable by the Examiner. 

Claim Rejections - 35 U.S.C. § 102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. I 02 that form the basis for the rejections under this section made in 

this Office action: 

A person shall be entitled to a patent unless - 

(A) the invention was known or used by others in this country, or patented or described in a 

PRINTED PUBLICATION IN THIS OR A FOREIGN COUNTRY, BEFORE THE INVENTION THEREOF BY THE APPLICANT 
FOR A PATENT. 

Claim I 2 is rejected under 35 U.S.C. 102(a) as being anticipated by 
France patent (L), hereby known as Renault et al. 

Renault et al. teach piperidine derivatives and their therapeutic uses (see 
the enclosed abstract). note one of the piperidine derivatives, the r group 
is 4-quinazolinyl, which includes one of the applicants' compounds, i "[2"( 1,1" 
dimehtylethyl)-4-ouinazolinyl]-3-(4-piperidinyl)- i -propanone, and is formulated 

INTO COMPOSITIONS. CLEARLY, THE CITED REFERENCE ANTICIPATES THE APPLICANTS' 
INSTANT COMPOSITION COMPRISING THE SAME COMPOUND. CLEARLY THE CITED 
REFERENCE TEACHES THE APPLICANTS' INSTANT COMPOSITION IS OLD AND WELL-KNOWN IN 
THE ART, THEREFORE, THE INSTANT COMPOSITION IS UNPATENTABLE. 

Claim I 2 is not allowed. 
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Claim Rejections - 35 U.S.C. § 103 

The following is a quotation of 35 U.S.C. I 03(a) which forms the basis 

FOR ALL OBVIOUSNESS REJECTIONS SET FORTH IN THIS OFFICE ACTION: 

(A) A PATENT MAY NOT BE OBTAINED THOUGH THE INVENTION IS NOT IDENTICALLY DISCLOSED OR DESCRIBED 
AS SET FORTH IN SECTION I 02 OF THIS TITLE, IF THE DIFFERENCES BETWEEN THE SUBJECT MATTER 
SOUGHT TO BE PATENTED AND THE PRIOR ART ARE SUCH THAT THE SUBJECT MATTER AS A WHOLE WOULD 
HAVE BEEN OBVIOUS AT THE TIME THE INVENTION WAS MADE TO A PERSON HAVING ORDINARY SKILL IN THE 
ART TO WHICH SAID SUBJECT MATTER PERTAINS. PATENTABILITY SHALL NOT BE NEGATIVED BY THE MANNER IN 
WHICH THE INVENTION WAS MADE. 

This application currently names joint inventors. In considering 

PATENTABILITY OF THE CLAIMS UNDER 35 U.S.C. I 03<A), THE EXAMINER PRESUMES THAT 
THE SUBJECT MATTER OF THE VARIOUS CLAIMS WAS COMMONLY OWNED AT THE TIME ANY 
INVENTIONS COVERED THEREIN WERE MADE ABSENT ANY EVIDENCE TO THE CONTRARY. 

Applicant is advised of the obligation under 37 CFR I .56 to point out the 

INVENTOR AND INVENTION DATES OF EACH CLAIM THAT WAS NOT COMMONLY OWNED AT THE 
TIME A LATER INVENTION WAS MADE IN ORDER FOR THE EXAMINER TO CONSIDER THE 
APPLICABILITY OF 35 U.S.C. I 03© AND POTENTIAL 35 U.S.C. I 02(E), (F) OR (G) 
PRIOR ART UNDER 35 U.S.C. I 03(A). 

Claim I is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Renault et al. (L). 

Renault et al. was discussed above supra for use of the instant 
piperidinylouinoline compounds in pharmaceutical compositions. 
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The instant invention differs from the cited reference in that the cited 
reference does not teach the instant piperidine derivatives are used to treat 
bacterial infections. however, one skilled in the art would have assume the 
instant piperidine derivatives would effective against bacterial infections since 
the derivatives or compounds posses therapeutic uses. clearly, the use for 

TREATING BACTERIAL INFECTIONS IS A THERAPEUTIC FUNCTION, THEREFORE, THE USE OF 
THE INSTANT COMPOUNDS TO TREAT BACTERIAL INFECTION IS OBVIOUS IN THE ABSENCE OF 
EVIDENCE TO THE CONTRARY. 

Claim I is not allowed. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to examiner k. weddington whose 

TELEPHONE NUMBER IS (703) 308- I 235. 



%g.vin'E. ( Wedamgtdi 
tPrtmay Examiner 




Sbt Unit 1614 



k. weddington 
April 6, 2003 



